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REMARKS 



INTRODUCTION: 

In accordance with the foregoing, claims 3 and 7-19 have been cancelled without 
prejudice or disclaimer, and claims 1 and 20-23 have been amended. No new matter is being 
presented, and approval and entry are respectfully requested. 

Claims 1, 4-6 and 20-24 are pending and under consideration. Reconsideration is 
respectfully requested. 

ENTRY OF RESPONSE UNDER 37 C.F.R. §1.116: 

Applicants request entry of this Rule 116 Response and Request for Reconsideration 
because: 

(a) at least certain of the rejected claims have been canceled thereby at least reducing 
the issues for appeal; 

(b) it is believed that the amendments of claims 1 and 20-23 put this application into 
condition for allowance; 

(c) the amendments were not earlier presented because the Applicants believed in good 
faith that the cited prior art did not disclose the present invention as previously claimed; and/or 

(d) the amendments place the application at least into a better form for appeal. 

The Manual of Patent Examining Procedures sets forth in §714.12 that "[a]ny 
amendment that would place the case either in condition for allowance or in better form for 
appeal may be entered." ( Underlining added for emphasis) Moreover, §714.13 sets forth that 
M [t]he Proposed Amendment should be given sufficient consideration to determine whether the 
claims are in condition for allowance and/or whether the issues on appeal are simplified. " The 
Manual of Patent Examining Procedures further articulates that the reason for any non-entry 
should be explained expressly in the Advisory Action. 

WITHDRAWN CLAIMS HAVE BEEN CANCELLED: 

In accordance with the Examiner's requirement, withdrawn claims 7-19 have been 
cancelled. 

INFORMATION DISCLOSURE STATEMENT: 

Since Reference AE of the Other Documents section of the IDS filed July 26, 2005 has 



14 



Sen No. 1 0/682,480 Docket No. 1 293. 1 955 

not yet been considered, an English translation of same has been requested, and will be 
forwarded as soon as possible so that same may be considered. 



REJECTION UNDER 35 U.S.C. §103: 

A. In the Office Action, at pages 3-4 and page 7, numbered paragraph 5, claims 1 , 4, 5, 
21 , and 23 were rejected under 35 U.S.C. §1 03(a) as being unpatentable over Fuse et al. 
(USPN 5,045,421 ; hereafter, Fuse) in view of Itoh et al. (USPN 5,013,623; hereafter, Itoh). The 
reasons for the rejection are set forth in the Office Action and therefore not repeated. The 
rejection is traversed and reconsideration is requested. 

Claim 3 has been cancelled without prejudice or disclaimer. The features of claim 3 
have been added to independent claims 1 and 20-23. 

As is known to those skilled in the art, when a first derivative of a first compound is 
combined with a second derivative of a second compound, the result may depend on the 
amount of the first derivative and the amount of the second derivative, as well as the particular 
derivatives selected. That is, it is respectfully submitted that it is an insufficient basis to simply 
submit, as appears to be indicated by the Examiner, that the indication of "a mixture of stilbene 
and hydrozone materials for use in the charge transport layer" in Fuse is sufficient to identify or 
even suggest the use of formula (I): 




?6 
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together with formula (2): 
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That is, it is respectfully submitted that simply providing that a mixture of stilbene and 
hydrazone materials are to be combined to form a photosensitive layer is submitted to require 
undue experimentation. 

Fuse recites a "metal complex or salt of an aromatic carboxylic acid represent by the 
following general formula (I): ArCOOH, wherein Ar is an aromatic homocyclic residue or an 
aromatic heterocyclic residue, optionally having one or more substituents (see claim 1 and col. 3, 
lines 36-52). That is, the compound used in the charge transport layer of Fuse necessarily 
includes a metal ion (due to the metal complex or salt), which is not taught or suggested by 
independent claims 1, 21 and/or 23 of the present invention. Although the Examiner, on page 7 
of the Office Action, recites that the term "comprising" makes the claim open to the inclusion of 
any other material, it is respectfully submitted that the present invention does not require the 
inclusion of a metal complex or salt, as is required by Fuse . Hence, it is respectfully 
submitted that Fuse teaches away from the present invention. 

Hence, Fuse alone does not teach or suggest independent claims 1 , 21 and/or 23 of the 
present invention. 

Although Itoh describes the use of the formula (I) stilbene compound of claims 1 , 21 and 
23 of the present invention, Itoh does not teach or suggest using the combination of the stilbene 
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compound of formula (I) together with formula (2) of claims 1, 21 and 23 of the present invention 
to form a double-layered positively-charged organic photoreceptor. It is respectfully submitted 
that a combination of compounds, and in particular, a combination of organic compounds, may 
provide different results than the results obtained with simply one of the organic compounds. 

For example, as is known to those skilled in the art, the following carefully controlled 
combination of sebacoyl chloride in methylene chloride and 1, 6-hexanediamine in 1 M sodium 
hydroxide produces a remarkable result: 

1 . In a 1 50 mL tall-form beaker, dissolve 1 .0 ml_ of pure sebacoyl chloride in 50 mL of 
methylene chloride. 

2. In a different, small beaker, combine 10 mL of 1M aqueous sodium hydroxide with 15 
mL water. 

3. To the small beaker solution, stir in 0.55 grams of pure 1 ,6-hexanediamine until it 
dissolves. 

4. Now take the tall-form beaker and tilt it. Slowly pour the contents of the small beaker 
down the side of the tall beaker without mixing the layers. 

5. A polymer film should form at the interface between the two layers. 

6. Take a long wire and twist a hook at one end. 

7. Gently grasp the center of the film with the wire hook. 

8. Pull up the film and wrap the end around a cardboard paper towel tube. 

9. Slowly rotate the paper tube and wind it until all of the film comes out of the solution. 

10. Unwind the Nylon into a beaker containing 100 mL of 50% ethanol. Stir gently to 
wash the Nylon. 

Hence, it is respectfully submitted that Itoh does not teach or suggest a double-layered 
positively-charged organic photoreceptor comprising: 
an electroconductive support; 

a charge transport layer formed on the electroconductive support, comprising: 
a first charge transport compound that is soluble in an acetate solvent; 
a second charge transport compound that is insoluble in an acetate solvent; and 
a binder resin; and 
a charge generating layer formed on the charge transport layer, 
wherein the first charge transport compound is at least one selected from charge 
transport compounds of formula (1) below: 
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where R1 and R2 are independently selected from the group consisting of a hydrogen 
atom, a substituted or unsubstituted alkyl group, a substituted or unsubstituted aryl group, and a 
substituted or unsubstituted styryl, in which at least one of R1 and R2 is a substituted or 
unsubstituted aryl group or a substituted or unsubstituted styryl; R3 is selected from the group 
consisting of a substituted or unsubstituted alkyl group, a substituted or unsubstituted aralkyl, 
and a substituted or unsubstituted aryl group; R4 and R5 are independently selected from the 
group consisting of a hydrogen atom, a substituted or unsubstituted alkyl group, a substituted or 
unsubstituted benzyl group, and a substituted or unsubstituted phenyl group; and R6 is selected 
from the group consisting of a hydrogen atom, a substituted or unsubstituted alkyl group, a 
substituted or unsubstituted alkoxy group, and a halogen atom, and 

wherein the second charge transport compound is at least one of charge transport 
compounds of formula (2) below: 

formula (2): 
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where n is an integer from 2 to 6; R1 and R2 are independently selected from among an 
alkyl group, a cycloalkyl group, and an aryl group and optionally combine with the nitrogen atom 
to form a ring; Y is selected from among a bond, a carbon atom, a -CR3 group where R3 is a 
hydrogen atom, an alkyl group, or an aryl group, an aryl group, a cycloalkyl group, and a 
cyclosiloxyl group; X is a linking group of the formula of -(CH2)m- where m is an integer from 4 
to 10, and at least one methylene group is optionally substituted with an oxygen atom, a carbonyl 
group, or an ester group, 

as is recited in amended independent claim 1, and similarly in amended independent 
claims 20, 21 , 22, and 23 of the present invention. 

It is respectfully submitted that there is no teaching or suggestion of combining Fuse and 
Itoh to obtain the combination of the stilbene compound of formula (I) together with formula (2) of 
claims 1, 21 and 23 of the present invention to form a double-layered positively-charged organic 
photoreceptor. To summarily make such a combination is submitted to use hindsight to use the 
invention as a roadmap to find the prior art components of the present invention. In Ruiz and 
Foundation v. A.B. Chance Company. 69 USPQ2d 1690 (CAFC January 29, 2004), the court 
held: 

In making the assessment of differences, section 103 specifically requires consideration of 
the claimed invention "as a whole." Inventions typically are new combinations of existing 
principles or features. Envtl. Designs. Ltd. v. Union Oil Co. . 713 F.2d 693, 698 (Fed. Cir. 
1983) (noting that "virtually all [inventions] are combinations of old elements."). The "as a 
whole" instruction in title 35 prevents evaluation of the invention part by part. Without this 
important requirement, an obviousness assessment might break an invention into its 
component parts (A + B + C), then find a prior art reference containing A, another containing 
B, and another containing C, and on that basis alone declare the invention obvious. This 
form of hindsight reasoning, using the invention as a roadmap to find its prior art 
components, would discount the value of combining various existing features or principles in 
a new way to achieve a new result - often the very definition of invention. Section 103 
precludes this hindsight discounting of the value of new combinations by requiring 
assessment of the invention as a whole. 

Thus, even if combined, Fuse and Itoh do not teach or suggest amended independent 
claims 1,21, and/or 23 of the present invention. Hence, it is respectfully submitted that 
independent claims 1, 21 and 23 are patentable under 35 U.S.C. §1 03(a) over Fuse et al. 
(USPN 5,045,421) in view of Itoh et al. (USPN 5,013,623), alone or in combination. 

Since claims 4-5 depend from amended claim 1 , claims 4-5 are submitted to be 
patentable under 35 U.S.C. §1 03(a) over Fuse et al. (USPN 5,045,421) in view of Itoh et al. 
(USPN 5,013,623), alone or in combination, for at least the reasons that amended claim 1 is 



19 



Sen No. 10/682,480 Docket No. 1293.1955 

patentable under 35 U.S.C. §103(a) over Fuse et al. (USPN 5,045,421) in view of Itoh et al. 
(USPN 5,013,623), alone or in combination. 

B. In the Office Action, at pages 4-5 and page 7, numbered paragraph 6, claims 3, 6, 
and 24 were rejected under 35 U.S.C. §1 03(a) as being unpatentable over Fuse et al. (USPN 
5,045,421; hereafter, Fuse) in view of Itoh et al. (USPN 5,013,623; hereafter, Itoh) as applied to 
claim 1 above, and further in view of Mott et al. (USPN 6,066,426; hereafter, Mott). The reasons 
for the rejection are set forth in the Office Action and therefore not repeated. The rejection is 
traversed and reconsideration is requested. 

Claim 3 has been cancelled without prejudice or disclaimer. The features of claim 3 
have been added to independent claims 1 and 20-23. 

Amended independent claim 1 is not taught or suggested by Fuse (USPN 5,045,421) or 
Itoh et al. (USPN 5,013,623 (see above), alone or in combination. Since claim 6 depends from 
amended claim 1, claim 6 is submitted to be patentable under 35 U.S.C. §1 03(a) over Fuse et al. 
(USPN 5,045,421) in view of Itoh et al. (USPN 5,013,623) for at least the reasons amended 
claim 1 is submitted to be patentable under 35 U.S.C. §1 03(a) over Fuse et al. (USPN 
5,045,421) in view of Itoh et al. (USPN 5,013,623), alone or in combination. 

Mott fails to recite formula (I) of amended claim 1 and claim 24. As noted above, it is 
respectfully submitted that simply selecting elements from references and combining them to 
form elements for the present claimed invention is the practice of hindsight, in which the 
invention is used as a roadmap to find the prior art components of the present invention. It is 
respectfully submitted that the use of hindsight in this manner is not allowed. 

In order to properly combine references, there must first be a reason at the time of the 
invention to make such a combination. The mere existence of the elements that make up the 
recited invention does not, in and of itself, make that invention obvious. Instead, there must be a 
reason that one would combine the technologies to create the claimed invention. WMS Gaming 
Inc. v. International Game Technology , 51 U.S.P.Q.2d 1385, 1397 (Fed. Cir. 1999). Without 
such a motivation, the combination would merely be the result of impermissible hindsight and not 
be obvious within the meaning of 35 U.S.C. 103(a). The Federal Circuit has cautioned that an 
Examiner must show reasons that the skilled artisan, confronted with the same problems as the 
inventor and with no knowledge of the claimed invention , would select the elements from the 
cited prior art references for combination in the manner claimed. In re Rouffet , 47 USPQ2d 
1453, 1458 (Fed. Cir. 1998). 
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No motivation to combine Fuse, Itoh and Mott is provided - the Examiner simply states 
that one skilled in the art would be motivated to combine these references. Hence, Applicants 
submit that the Examiner has not met the burden required to show that one skilled in the art 
would be motivated to combine these references. 

Thus, it is respectfully submitted that amended claim 1 and claim 24 are patentable 
under 35 U.S.C. §1 03(a) over Fuse et al. (USPN 5,045,421), Itoh et al. (USPN 5,013,623) as 
applied to claim 1 above, and Mott et al. (USPN 6,066,426). 

Since claim 6 depends from amended claim 1, claim 6 is submitted to be patentable 
under 35 U.S.C. §1 03(a) over Fuse et al. (USPN 5,045,421), Itoh et al. (USPN 5,013,623) as 
applied to claim 1 above, and Mott et al. (USPN 6,066,426), for at least the reasons that 
amended claim 1 is patentable under 35 U.S.C. §1 03(a) over Fuse et al. (USPN 5,045,421), Itoh 
et al. (USPN 5,013,623) as applied to claim 1 above, and Mott et al. (USPN 6,066,426). 

C. In the Office Action, at pages 5-6 and page 7, numbered paragraph 7, claims 20 and 
22 were rejected under 35 U.S.C. §1 03(a) as being unpatentable over Swanke (USPN 
3,619,050; hereafter, Swanke) in view of Fuse et al. (USPN 5,045,421; hereafter, Fuse) and Itoh 
et al. (USPN 5,013,623; hereafter, Itoh). The reasons for the rejection are set forth in the Office 
Action and therefore not repeated. The rejection is traversed and reconsideration is requested. 

Independent claims 10 and 22 have been amended to include the features of claim 3. 

As noted by the Examiner, Swanke is silent as to the composition of the 
electrophotosensitive member. The combination of the stilbene compound of formula (I) 
together with formula (2) of amended claims 20 and 22 of the present invention to form a 
double-layered positively-charged organic photoreceptor is not taught or suggested by Fuse 
and/or Itoh (see above) and/or Swanke. 

As noted above, the mere existence of the elements that make up the recited invention 
does not, in and of itself, make that invention obvious. Instead, there must be a reason that one 
would combine the technologies to create the claimed invention. WMS Gaming Inc. v. 
International Game Technology , 51 U.S.P.Q.2d 1385, 1397 (Fed. Cir. 1999). Without such a 
motivation, the combination would merely be the result of impermissible hindsight and not be 
obvious within the meaning of 35 U.S.C. 103(a). 

Thus, it is respectfully submitted that amended claims 20 and 22 are patentable under 
35 U.S.C. §103(a) over Swanke (USPN 3,619,050) and/or Fuse et al. (USPN 5,045,421) and/or 
Itoh et al. (USPN 5,013,623), alone or in combination. 
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DOUBLE PATENTING: 

In the Office Action, at page 6, claims 1 , 3, and 6 were provisionally rejected under the 
judicially created doctrine of obviousness-type double patenting as being unpatentable over 
claims 1-5 of copending Application No. 10/674,786. 

Claim 3 has been cancelled without prejudice or disclaimer. 

Since U.S. Patent Application No. 10/674,786 has not yet been issued as a patent, and 
since the all of the claims of the instant application have not yet been indicated as allowable 
except for the provisional rejection, it is believed that any submission of a Terminal Disclaimer or 
arguments as to the non-obvious nature of the claims would be premature. MPEP 804(I)(B). As 
such, it is respectfully requested that the applicants be allowed to address any obviousness-type 
double patenting issues remaining once the rejection of the claims under 35 U.S.C. §103 is 
resolved or on allowance of U.S. Patent Application No. 10/674,786. 

CONCLUSION: 

In accordance with the foregoing, it is respectfully submitted that all outstanding 
objections and rejections have been overcome and/or rendered moot, and further, that all 
pending claims patentably distinguish over the prior art. Thus, there being no further 
outstanding objections or rejections, the application is submitted as being in condition for 
allowance which action is earnestly solicited. At a minimum, this Amendment should be entered 
at least for purposes of Appeal as it either clarifies and/or narrows the issues for consideration 
by the Board. 

If the Examiner has any remaining issues to be addressed, it is believed that prosecution 
can be expedited and possibly concluded by the Examiner contacting the undersigned attorney 
for a telephone interview to discuss any such remaining issues. 
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If there are any underpayments or overpayments of fees associated with the filing of this 
Amendment, please charge and/or credit the same to our Deposit Account No. 19-3935. 

Respectfully submitted, 

STAAS & HALSEY LLP 




1201 New York Avenue, N.W. 
Suite 700 

Washington, D.C. 20005 
Telephone: (202)434-1500 
Facsimile: (202)434-1501 



23 



